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IX) Responsive to communication(s) filed on Apr 14, 2000 • 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

(XI Claim(s) 1-34 



is/are pending in the application. 



Of the above, claim(s) 1-25 and 30-34 
□ Claim(s) 



IS Claim(s) 26-29 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

IS See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Cipproved Disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
'Certified copies not received: 



Kl Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

Kt Notice of References Cited, PTO-892 

tXI Information Disclosure Statement(s), PTO-1449, Paper No(s). 4 and 6 

□ Interview Summary, PTO-413 

Kl Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



— SEE OFFICE ACTION ON THE FOLLOWING PAGES — 
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DETAILED ACTION 
Election/Restriction 

1 . Applicant's election of Group IV, claims 26-29, is acknowledged. The examiner notices 
that applicants point out the inconsistence in the restriction requirement between the parent 
application U.S. Serial No. 09/076,440 and child application (CPA) (this application) in Paper No. 
2 of Response to The Restriction Requirement . The applicant's argument has been My 
considered. However, PTO policy allows the examiner certain latitude in the matter of making 
restriction. 

Drawings 

2. The drawings are objected to for reasons as stated on FORM PTO-948 (Rev. 8-98). 
Applicant is required to submit a proposed drawing correction in reply to this Office action. 
However, formal correction of the noted defect can be deferred until the application is allowed by 
the examiner. 

Sequence Rules Compliance 

3. This application contains sequence disclosures that are encompassed by the definitions for 
nucleotide and/or amino acid sequences set forth in 37 CAR 1.821(a)(1) and (a)(2). However, 
this application fails to comply with the requirements of 37 CAR 1.821 through 1.825 for the 
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reason(s) set forth on the attached Notice To Comply With Requirements For Patent Applications 
Containing Nucleotide Sequence And/Or Amino Acid Sequence Disclosures. 
Direct the reply to the undersigned. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

5. Claims 26-29 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. 

It is note that the specification only has a written description of 5' -UTR comprising a 
molecular interaction site that is present in the RNA. However, the specification does not provide 
an adequate written description of (1) any oligonucleotide comprising a molecular interaction site 
that is present in the RNA; (2) an oligonucleotide comprising a molecular interaction site that is 
present in prokaryotic RNA; (3) the oligonucleotide that is present in the RNA wherein said 
molecular interaction site is not present in eukaryotic and human RNA (see specification, pages 
32-44). 
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In order for the skilled artisan to practice the full scope of the invention, sd. skilled artisan 
would have to resort to undue experimentation, these experiments can not be performed with the 
guidance provided by the application. The situation at hand is analogous to that in university of 
California v. Eli Lilly and Co, 43 USPQ2d 1398. As set forth in the decision of the Court: 

"To fulfill the written description requirement, a patent specification must describe an 
invention and do so in sufficient detail that one skilled in the art can clearly conclude that "the 
inventor invented the claimed invention." Lockwood v. American Airlines, Inc. , 107 F. 3d 
1565, 1572, 41 USPQ2d 1961, 1966(1997); InreGosteli , 872F.2d 1008, 1012, 10 
USPQ2d 1614, 1618 (Fed. Cir. 1989) (" [T]he description must clearly allow persons of ordinary 
skill in the art to recognize that [the inventor] invented what is claimed."). Thus, an applicant 
complies with the written description requirement "by describing the invention, with all its 
claimed limitations, not that which makes it obvious," and by using "such descriptive means as 
words, structures, figures, diagrams, formulas, etc., that set forth the claimed invention." 
Lockwood , 107 F.3d at 1572, 41 USPQ2d at 1966 ". 

6. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

7. The term "oligonucleotide" in claims 26-29 are a relative term which renders the claim 
indefinite. The term "oligonucleotide" is not defined by the claims, the specification does not 
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provide a standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. 

Claim Rejections - 35 USC §102 
8 The following is a quotation of the appropriate paragraphs of 35 U.S. C 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 26 is rejected under 35 U.S.C. 102(b) as being anticipated by Harrison et al % 
(Biochim. Biophys. Acta, 1275, 161-203, 1996). 

Harrison et al teach molecular properties, iron storage function and cellular regulation of 
the ferritins. Ferritins from bacteria, plants and animals show a remarkable conservation in 
structural features and they all interact and incorporate iron in vitro in similar ways. Their 
expression is regulated with strikingly different mechanisms in three kingdoms, probably as a 
consequence of major differences in iron handling (page 185, left column, four paragraph). A 
sequence of 28 nucleotides (page 186, Figure 12) has been found to highly conserved within 
putative stem-loops in the 5'-UTR of H- and L-ferritin mRNA of human, bullfrog, chicken, rabbit 
and the somal ferritin of the snail Lymnaea stagnalis as well as in rat. Such a sequence has been 
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Art Unit: 1655 

demonstrated to be essential ( and sufficient) for the translational response to iron (page 187, 
right column, first paragraph). The prior meets the limitation of the claim. 



10. A rejection based on double patenting of the "same invention" type finds its support in the 
language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and useful 
process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same invention," 
in this context, means an invention drawn to identical subject matter. See Miller v. Eagle Mfg, 
Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d467, 114 USPQ 330 (CCPA 1957); and In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by canceling 
or amending the conflicting claims so they are no longer coextensive in scope. The filing of a 
terminal disclaimer cannot overcome a double patenting rejection based upon 35 U.S.C. 101. 

Claims 26-29 are provisionally rejected under 35 U.S.C. 101 as claiming the same 

invention as that of claims 26-29 of copending Application No. 09/076,440. This is a provisional 

double patenting rejection since the conflicting claims have not in fact been patented. 



1 1 . No claim is allowed. 

12. Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1600 via the PTO Fax Center located in Crystal 
Mall 1 . The faxing of such papers must conform with the notices published in the Official 
Gazette, 1096 OG 30 (November 15, 1988), 1156 OG 61 (November 16, 1993), and 1157 OG 94 



Double Patenting 



Conclusion 
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(December 28, 1993)(See 37 CAR § 1.6(d)). The CM Fax Center number is either (703) 308- 
4242 or (703)305-3014. 



should be directed to Frank Lu, Ph.D., whose telephone number is (703) 305-1270. The 
examiner can normally be reached on Monday-Friday from 9 A.M. to 5 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
W. Gary Jones, can be reached on (703) 308-1 152. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Chemical Matrix receptionist whose telephone number is (703) 308-0196. 

Frank Lu 
April 28, 2000 



Any inquiry concerning this communication or earlier communications from the examiner 




BRADLEY L SISS0N 
PRIMARY EXAMINER 

GROUPjfloev^r^ 




£ Application No. 

NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT A^iICATIONS CONTAINING 
NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES 

The nucleotide and/or amino acid sequence disclosure contained in this application does 
not comply with the requirements for such a disclosure as set forth in 37 CFR 1.821 - 
1,825 for the following reason(s): 

1. This application clearly fails to comply with the requirements of 37 CFR 1.821- 

1.825. Applicant's attention is directed to these regulations, published at 114 OC 
29, May 15, 1990 and at 55 FR 18230, May 1, 1990. 



)( 2. This application does not contain, as a separate part of the disclosure on 
paper copy, a "Sequence Listing" as required by 37 CFR 1.821(c). 



® 
□ 

□ 

□ 



3. A copy of the -Sequence Listing" in computer readable form has not been 
submitted as required by 37 CFR 1.821(e). 

4. A copy of the "Sequence Listing" in computer readable form has been submitted. 

However, the content of the computer readable form does not comply with the 
requirements of 37 CFR 1.822 and/or 1.823, as indicated on the attached copy of th- 
marked-up "Raw Sequence Listing." 

5. The computer readable form that has been filed with this application has been 

found to be damaged and/or unreadable as indicated on the attached CRF Diskette 
Problem Report. A substitute computer readable form, must be submitted as required 
by 37 CFR 1.825(d) . 

6. The paper copy of the "Sequence Listing" is not the same as the computer 
readable form of the "Sequence Listing" as required by 37 CFR 1.821(e). 



□ 7. 



Other: 



Applicant must provide: 



El 
El 

m 



An initial or substitute computer readable form (CRF) copy of the "Sequence 
Listing" 

An initial or substitute paper copy of the "Sequence Listing", as well as an 
amendment directing its entry into the specification 

A statement that the content of the paper and computer readable copies are the sar 

and, where applicable, include no new matter, as required by 37 CFR 1.821(e) or 
1.821(f) or 1.821(g) or 1.825(b) or 1.825(d) 

For questions regarding compliance with these requirements, please contac 

For Rules Interpretation, call (703) 308-1123 
For CRF submission help, call (703) 308-4212 
For Patentln software help, call (703) 557-0400 



Please return a copy of this notice with your response. 



